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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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1 )KI Responsive to communication(s) filed on 15 October 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) 9-15 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^8 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 04 February 2005 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 02/04/2005. The 
submission is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statement is being considered by the examiner. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1 ,2,3,5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Yamada (5800631). 

Regarding claim 1, Yamada teaches an electrode (205, Fig. 3) comprising a 
carbon carrying a metal and a binder (col. 25, lines 44-53). 

Regarding claim 2, Yamada teaches an electrode (205) which is formed on an 
electrically conductive substrate (201, Fig. 3) (col. 24, lines 10-42). 
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Regarding claim 3, Yamada teaches an electrode (205) wherein the electrically 
conductive substrate (201) is made of glass, a polymer film or a metal (col. 24, lines 10- 
42). 

Regarding claim 5, Yamada teaches an electrode (205) wherein the metal is at 
least one kind of metal selected from the group consisting of Pt, Ru, Co, Ti, Ni, Al and 
Au (col. 25, lines 44-53). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamada, 
in view of Ito (US 6475670 B1 ). 

Regarding claim 4, Yamada teaches an electrode comprising a carbon carrying a 
metal and a binder. 

However, Yamada does not disclose the type of carbon utilized (i.e. the carbon is 
needle -like carbon, fullerene, carbon nano-tube or electrically conductive carbon black). 

Ito teaches the use of an electrode wherein the carbon is needle-like carbon, 
fullerene, carbon nano-tube or electrically conductive carbon black (Ito, col. 3, lines 6- 
21). 
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Ito teaches that the formation of "carbon electrodes", of this type, and utilizing 
such "conductive fine particles" is well known in the art. It is also well known in the art 
that carbon material is utilized due to its high energy density per unit volume. Also, both 
Ito and Yamada strive to produce a "carbon electrode". 

Thus, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to append the teachings of Ito to the teachings of Yamada due to 
aforementioned reasons. 

7. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamada. 

In regard to Claim 6, Yamada differs from the claimed invention by not showing 
the specific surface area of the carbon is equal to or larger than 1 00 m2/g. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made for the electrode to have the specific surface area of the carbon is equal to or 
larger than 1 00 m2/g, since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 

In regard to Claim 7, Yamada differs from the claimed invention by not showing 
the specific surface area of the carbon is equal to or larger than 300 m2/g. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made for the electrode top have the specific surface area of the carbon is equal to or 
larger than 300 m2/g, since it has been held that where the general conditions of a 
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claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Alter, 105 USPQ 233. 

In regard to Claim 8 Yamada differs from the claimed invention by not showing 
the amount of the metal carried by the carbon is equal to or more than 5 weight percent 
of the carbon. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made for electrode wherein the amount of the metal carried by 
the carbon is equal to or more than 5 weight percent of the carbon, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re 
Aller, 105 USPQ 233. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CALEB HENRY whose telephone number is 
(571)270-5370. The examiner can normally be reached on Monday-Thursday, 7:30 
AM- 5:30 PM, ALT. Fridays, EST. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly D Nguyen can be reached on 571-272-2402. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free)? If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Caleb Henry/ 
Examiner, Art Unit 2894 

/Kimberly D Nguyen/ 

Supervisory Patent Examiner, Art Unit 2894 



